The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This appeal is fromthe final rejection of clains 1-3, 5-
10, 12, 18 and 19, which are all of the clains remaining in
t he application.
THE | NVENTI ON
The appellant’s clainmed invention is directed toward

met hods for making a wear part coated with a dianond film
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having a {100} crystall ographic faceting |layer and a non-{100}
crystal l ographic faceting layer. Cains 1 and 7 are

illustrative:

1. A method for meking a dianond filmcoated wear part,
conprising the steps of:

provi ding a wear part;

depositing a first layer of polycrystalline dianond film
on said part with non-{100} crystallographic faceting;

depositing on the surface of said first |ayer a second
| ayer of polycrystalline dianond film having {100}
crystal | ographic faceting, said second |ayer having a
t hi ckness sufficient to overgrow the roughness of said surface
of said first layer with a continuous film

7. A method of naking a wear conponent, conprising the
steps of:

provi di ng a base surface;

produci ng a pol ycrystalline dianond film structure having
a first layer and a second |layer on said first |ayer, said
first |layer having non-{100} crystall ographic faceting, and
sai d second
| ayer having {100} crystall ographic faceting, said second
| ayer having a thickness sufficient to overgrow the roughness
of said surface of said first layer with a continuous film
and

applying said dianond filmto said base surface.
THE REFERENCES

Tani guchi et al. (Taniguchi) 5, 380, 349 Jan. 10,
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1995
Ckanur at 5-23903 Feb. 2,
1993
(Japanese patent publication)
THE REJECTI ONS

The clains stand rejected under 35 U . S.C. § 103 as
follows: clains 1, 2, 5-9, 12, 18 and 19 over Ckanura in view
of Taniguchi, and clainms 3 and 10 over Ckamura in view of
Tani guchi and the admtted prior art.

OPI NI ON

We reverse the aforenentioned rejections and remand the
application to the exam ner.

Okamur a di scl oses a di anond-coated cutter which “consists
of a substrate and a doubl e di anond coat | ayer constituted by
a first dianond | ayer mainly conposed of (100) crystal plane
formed via a wax material on the surface of the above-
menti oned substrate and a second di anond | ayer mainly conposed
of (111) crystal plane coated on the above-nentioned first

di anond | ayer” (page 5).

! Citations herein to Okamura are to an English translation thereof, a copy of which is provided
to the appellant with this decision.
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Tani guchi di scl oses a nold for press nolding a glass-
cont ai ning optical elenment, wherein at |east the nolding face
of the nmold matrix is coated wwth a dianond film having a
(100) oriented face which is flattened by polishing or etching
such that has a | ow surface roughness (col. 4, lines 4-9 and
53-56). The disclosure by Taniguchi relied upon by the
exam ner (answer, page 4) is that “[i]t is well known in the
art that the (100) face of dianond is the softest of the
(100), (111) and (110) faces” (col. 4, lines 51-53).

The exam ner argues that “when it is desired to sacrifice
the high peeling resistance and long life of the cutting tool
in order to obtain a snooth outer surface of the cutting tool
as suggested by Taniguchi et al. it would have been obvious to
one of ordinary skill in the art to have switched the order of
the first and second dianond | ayer in Ckanura et al.’s process
with the expected success” (answer, page 4).?2

In order for a prima facie case of obviousness to be
established, the teachings fromthe prior art itself nust

appear to have suggested the claimed subject matter to one of

2 The examiner does not discuss the embodiment recited in the appellant’s claim 7.
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ordinary skill in the art. See In re R nehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the
prior art could be nodified as proposed by the exam ner is not
sufficient to establish a prima facie case of obvi ousness.

See Inre Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783
(Fed. Gr. 1992). The exam ner nust explain why the prior art
woul d have suggested to one of ordinary skill in the art the
desirability of the nodification. See Fritch, 972 F.2d at
1266, 23 USPQ2d at 1783-84.

The exam ner has not expl ai ned how Tani guchi’s discl osure
of a smooth nold surface for nolding glass optical elenents
woul d have | ed one of ordinary skill in the art to nodify the
wear characteristics of a cutting tool, particularly when that
nodi fication involves reversing the order of Ckanura' s | ayers
and Okanura teaches (page 4) that the first layer is be a
(100) oriented | ayer because, although it has | ow hardness, it
has hi gh adhesion which is a desirable first |ayer property,
and the second layer is to be a (111) oriented | ayer because,
al though it has | ow adhesion, it has excellent wear resistance

which is a desirable property of the second | ayer.
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The record indicates that the notivation relied upon by
t he exam ner for conbining the references so as to arrive at
the clained invention conmes fromthe description of the
appellant’s invention in the specification rather than com ng
fromthe applied prior art and that, therefore, the exam ner
used i nperm ssi bl e hindsi ght when rejecting the clainms. See
WL. CGore & Associates v. Garlock, Inc., 721 F.2d 1540, 1553,
220 USPQ 303, 312-13 (Fed. GCr. 1983), cert. denied, 469 U S.
851 (1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328,

331 (CCPA 1960).
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Accordingly, we reverse the examner’s rejections.?
Remand

The appellant’s claim7 requires that a polycrystalline
di anond filmstructure having a |l ayer with a non-{100}
crystal |l ographic faceting and a |ayer with a {100}
crystall ographic faceting is applied to a base surface. The
cl ai m does not specify the order of the |ayers on the base
sur f ace.

Okanur a di scl oses applying a (111) oriented di anond | ayer
and then a (100) oriented dianond | ayer onto an Si substrate,
each | ayer having a 100 umt hi ckness, and then brazing the
(100) oriented | ayer onto a wear part, the heat fromthe
brazi ng causing the (111) oriented | ayer to peel off of the Si
substrate, thereby producing the desired cutting tool (pages
7-8). Thus, Okanura specifically discloses each of the
l[imtations of the appellant’s claim7 except the requirenent
that the second | ayer has a thickness sufficient to overgrow

t he roughness of the surface of the first |ayer.

% The examiner does not rely upon the admitted prior art in the rejection of claims 3 and 10 for
a disclosure which remedies the above-discussed deficiency in the examiner’s argument with respect to
Okamura and Taniguchi.
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The appel lant’ s specification discloses (page 5, lines 1-
2) that the thickness of the (111) oriented | ayer depends on
nucl eation density but in practice my be on the order of 0.5-
10 ym  Okanura’s 100 pm exenplified (111) oriented | ayer
(page 7) is thicker than thicknesses within the appellant’s
di scl osed first layer thickness range, and the appellant’s
specification discloses (page 2, line 21 - page 3, line 4)
that as the thickness of a (111) oriented |ayer increases, the
roughness generally increases. GCkanmura's exenplified 100 pm
t hi ckness of the (100) oriented | ayer (page 7), however, is
| arger than the 10-25 pumrange of thicknesses of the (100)
oriented | ayer disclosed in the appellant’s specification
(page 10, line 24 - page 11, line 3).

Thus, we remand the application to the exam ner for the
exam ner and the appellant to address whether Okamura' s 100 pm
thick (100) oriented |ayer necessarily is sufficiently thick
to overgrow the surface roughness of Okamura’s 100 pum t hick
(111) oriented layer as required by the appellant’s claim?7.
| f so, the exam ner should consider rejecting the appellant’s
claims 7-9 and 19 under 35 U. S.C. 8 102(b) over Ckamura, and
shoul d consi der whether the appellant’s clains 10 and 12 woul d
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have been obvious to one of ordinary skill in the art over
Okanura in view of the appellant’s admtted prior art
regardi ng bi ased nucl eati on chem cal vapor deposition
(specification, page 13, lines 1-7).%
DECI SI ON

The rejections under 35 U.S.C. 8§ 103 of clainms 1, 2, 5-9,
12, 18 and 19 over kanura in view of Taniguchi, and clains 3
and 10 over Ckanura in view of Taniguchi and the admtted
prior art, are reversed. The application is remanded to the
exam ner.

REVERSED and REMANDED

TERRY J. OWNENS )
Adm ni strative Patent Judge

N N N

* The examiner also should consider whether the appellant’s claim 7 provides adequate
antecedent basis for “said step of depositing said first layer” in claim 19.
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